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ELECTION 

During a telephone conversation with Examiner Michael P. Coiaiann on May 3, 2006, a 
provisional election was made without traverse to elect Group !1 Applies it aft rms the election 
of Group II. which includes claims 16-20. 

REMARKS 

Claims 16 to 20 are pending. Claims 1-15 and 21-23 have been withdrawn from 
consideration. Claims 16. 17, 1$, and 19 are amended by this paper. 

.Double Patenting 
Claim 16 is provisionally rejected on the ground of nonstatutory obviousness-type double 

patenting as being unpatentable over claim 13 of copending Application No. 10/806,957, 
Applicant requests this rejection beheld in abeyance until allowable subject matter is 

indicated. 

§ 112 Rejections 
Claims 17 and 18 stand rejected under 35 USC § 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 
Applicant regards as the invention. 

Applicant thanks the Examiner for suggesting correction of claims 17 and 18, which have 
been amended as suggested. 

In summary. Applicant submits that the rejection of claims 17 and 18 under 35 'USC § 
112, second paragraph, has been overcome, and that the rejection should be withdrawn. 

f 1(12 Rejections 
l - H &i deg Reii nc< 

Claims 16, 17, and 19 stand rejected under 35 USC § 102(b) as being anticipated by 
Brandes (US Patent 4,190,245; issued February 26, 1980). 
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Claim 16 has been amended to recite creating a signal based on the position of the 
■ \ '< ! ; i ; . tion or the measured radius oi the radi ed ion, either neb ot in t come notion 
thereof; and controlling the effective radius based on the signal while the web is moving through 
the web path   \pr i 16 is not taught >t by Brandes 

First, Brandes is not directed to a web, but to a system for handling a sheet. Brandes does 
not properly teach or suggest a method directed to a web. Second, Brandes lacks any proper 
teaching or suggestion of creating any signal based on the position of the radiused section or the 
measured radius of the radiused section, either singly or in a combination thereof. There is 
.simply no need to create any signal because the sheet handling system of Brandes does not 
require one to accomplish its intended purpose. Also, Brandes does not control the effective 
radius based on any signal, nor is it needed by Brandes to accomplish its intended purpose, In 
sum, Brandes is an open loop system and needs no signal to control the radiused section of the 
sheet, 

Claims 17 and 19 depend from and further limit claim 16, 
For at least the foregoing reasons, the rejection of claims 16. 17 and 19 under 35 USC § 

102(b) as be       i      'cd bv Btandes (I S Patent 4.190,245) has been overcome and withdrawal 
of the rejection is respectfully requested. 

Th ' I yjx 
Claims 16, 17, and 19 stand rejected under 35 USC § 102(b) as being anticipated by Okubo 

et al (JP Abstract 63171755: published July 15, 1988). 
Applicants have submitted an unverifn ) r n lati t of the Okubt reference as a courtesy to 

the Examiner. It is with reference to the translated version that Applicants directs the following 
comments. 

First, the portion of the Okubo reference relied on by the Examiner relics on is directed to a 
sheet handling mechanism. A web is cut at the autocutter 6 (as illustrated in Figure 1) to form a 
sheet (Okubo p.4) which is then transported through rolls 7, 8,9, 10. The backing rolls 9,10 form a 
mp that go-ib th sheet and moves it througl th i Hers 

to-tended claim 16 recites that the web is pa • hrot i the web path m the abse ice of 
contact on one side of the web. Examples of this no contact condition can be seen in Figures IA 
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and 2 A of the instant application. Okubo lacks any proper teaching or suggestion of tins no contact 
condition and v ml n<  tut tit      nded purp< ie ahst s    Hers 9 10 

In   i iti< i Of ubo is si I nt ( O   ing 11     t i 
on the position of the radiused section or the measured radius oi the radii t 1 - c? on, either 
singly or in a combination thereof; and controlling the effect! e radius   ised or the  ignal \ 
the web is moving through the web path, which is recited by amended claim 16. The only sensor 
referenced in Okubo is sensor 12. which detects the presence of a sheet leading edge (Okubo p. 
5). 

Claims 17 and 19 depend from and lis    ci limit claim 16. 
For at least the foregoing reasons, the rejection of claims 16, 1 7 aid 19 under 35 USC § 

102(b) as being anticipated by Okubo has been overcome and withdrawal of the rejection is 
respectfully requested. 

The Mogensen Reference 
Clai ms 16, 18, and 19 stand rejected under 35 USC § 102(b) as being anticipated by 

Mogensen (WO 98/56702; published December 17, 1998). 
The claims stand rejected on the basis that "fa] plastic strain is inherently introduced in the 

web when the web passes through the second portion over the transverse fold line/baffle" of 
Mogensen. (page 7 of Office Action), 

It is Applicant's position that the rejection of claims 16, 18, and 19. as given, is not a 
proper 102(b) rejection because the inherency contention is not supported by sufficient evidence 
in the Mogensen specification. 

As a preliminary matter, for a fact to be inherent in a reference, die Examiner must 
provide rationale or evidence tending to show inherency. MPhP 2112. The fact that a certain 
result or characteristic may occur or be present in the prior art is not sufficient to establish the 
inherency of that characteristic or result. To establish inherency, the extrinsic evidence must 
make clear that the missing descriptive matter is   >,     rily ]    ;nt h       hing desc;    d (in the 
reference) and that it would be so recognized b; pers ns <   adinan   kill  Inhes  ics however 
may not be established by probabilities or possibilities. The mere fact that a certain thing may 
result from a given set of circumstances is not sufficient. In re Roberts, 169 F3d 43, 45 (Federal 
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Circuit 1999). Applicant submits that it is not clear in die Mogensen reference to establish that a 
plastic strain is necessarily introduced and that the statement regarding inherency in the Office 
Action offers a conclusion without further support. 

iv!n relying upon theory of inherency, the examiner must provide a basis in fact and/or 
technical reasoning to reasonably support the determination that the allegedly inherent 
characteristic necessarily flows from the teachings of the applied poor art," Ex parte Levy. 1? 
U.S.P.Q.2d 14o K i 464 (Board Of Patent Appeals And Interferences 1990, hh Applicant s 
position that the rejection as given in the Office Action does not provide a basis in fact or 
technical reasoning to reasonably support the assertion that the allegedly inherent characteristic 
(introduction of a plastic strain) necessarily flows from the teaching of the Mogensen reference. 

Contrary to the claim of inherency, Applicant submits that. Mogensen teaches thai the 
material described (mineral fiber; p. 5, In. 33-35) for use in the system is of a type for which it is 
undesirable to strain, since such strain can cause web debonding or pieces to break off the web. 
In fact, the problem solved by Mogensen is avoiding the use of a fixed edge in turning the web 
(p, 2, In. 35 to p.3, In. 2), which further supports the lack of inherency of straining the mineral 
fiber webs of Mogensen, 

Because the rejection, as made, does not provide a basis in fact and/or technical reasoning 
to reasonably support die determination that the web of Mogensen is plastically strained, as 
required by claims .16,18, and 19, it cannot be said that this characteristic necessarily Hows from 
the Mogensen reference. 

In additi     M     vsen is silent on I wing ai      tching       g       n <       i 1 > 1 

based on the position of the radiused section or the measured radius of the radiused section, 
either singly or in a combination thereof; and controlling the effective radius based on the signal 
while the web is moving through the web path, winch is recited by amended claim 16. 

Claims 18 and 19 depend from and further limit claim 16. 
For at least the foregoing reasons, the rejection of claims 16, 18 and 19 under 35 USC § 

102(b) as being anticipated by Mogensen has been overcome and withdrawal of the rejection is 
respectfully requested. 

II 



,    :    i or) v    ; ! se~^S Case No.: S8696USQ02 

S .103 Rejections 
The Brandes Reference 

Claims 18 and 20 stand rejected under 35 USC § 103(a) as being unpatentable over 
Brandes (US Patent 4J90,245; issued February 26, 1980). 

Claims 18 and 20 ultimately depend from claim 16, which is patentable over Brandes for 
the reasons given above. Claims 18 and 20 each added additional features to claim 16. As such, 
they are likewise patentable over Brandes. 

The rejection of claims 18 and 20 under 35 USC § 103(a) as being unpatentable over 
Brandes (US Patent 4,190,245; issued February 26, 1980) has been overcome and withdrawal is 
respec 1 fuily requesled. 

The Okubo.Reference 
Claims 20 stands rejected under 35 USC § 103(a) as being unpatentable over Okubo et al 

(JP Abstract 63171755; published July 15,1988). 
Claims 20 ultimately depends from claim 16, which is patentable over Okubo for the 

reasons given above. Claims 20 adds additional features to claim 16. As such, claim 20 Is 
likewise patentable over Brandes 

The rejection of claim 20 under 35 USC § 103(a) as being unpatentable over Okubo et al 
(JP Abstract 63 171755; published July 15. 1988) has been overcome and withdrawal is 
respectfully requested. 

In view of the above, it is submitted that the application is in condition for allowance. 
Reconsideration of the application is requested. 
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Allowance of amended claims 16-20, as amended, at an early date is solicited. If a 
telephone interview would be helpful in resolving any issues, the Examiner is invited to contact 
the undersigned at the number below. 

Respectfully submitted, 

October 16. 2006 By: /" ^ 
Date * Rick L.i'ranzen, Reg. No.: 51,702 

Telephone No.; 651-736-6432 
Office of Intellectual Properly Counsel 3M Innovative Properties Company 
Facsimile No.: 65!-736-383 3 
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